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THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 
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- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1 704(b). 
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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-19 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject mailer which applicant regards as 
the invention. Claim 1 recites the limitation of a conduit path "remaining open and unconstricted 
between successive non-contact deposition..." This phrase is unclear to the Examiner. It appears 
to be a limitation on operation of the device, but no structures are provided which would achieve 
this function. The Examiner asks what structural or operational elements are required to insure 
that this process limitation be met? Also, claim 10 recites that the pump is connected to the 
dispenser assembly "by a tube having a distal end, the tip portion having a flange on a proximal 
end, the distal end of the tube being held in contact with the flange of the tip portion". It is 
unclear to the Examiner as to how two ends are structurally related to the flange of the tip 
portion. Also, the "tip portion" of what? This term has not been defined in claim 10 or claim 1 . 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless -- 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States. 



4. Claims 30 and 46-48 are rejected under 35 U.S.C. 102(b) as being anticipated by Koike. 
Koike (5,660,792) discloses a device for processing samples from test tubes in a sample rack. 
The device is best shown in Figures 1 and 5 and contains fluid sources (M1-M6), a pump 
connected to the fluid source (27 A, 27B, 27C), a dispenser assembly (7 or 16) and a conduit path 
from the pump to dispenser (shown in Figure 5). Koike's device also includes a bank of 
dispensers (#16 - col. 4, 1. 44-45) and a changeable fluid processing network. Koike teaches 
automated control of syringe pumps in column 7, lines 38-43. Incremental moving of the syringe 
would involve a stepper motor. 



Inventorship 

5. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103© 
and potential 35 U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 
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Claim Rejections - 35 USC §103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
hav.ng ordinary sk.ll in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



7. The factual inquiries set forth in Graham v. John Deere Co. , 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 

nonobviousness. 



8. Claims 1-3, 8-15, 19, 31, 32, and 35 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Koike (5,660,792) in view of Zaffaroni (6,121,048). Koike (5,660,792) 
discloses a device for processing samples from test tubes in a sample rack. The device is best 
shown in Figures 1 and 5 and contains fluid sources (M1-M6), a pump connected to the fluid 
source (27 A, 27B, 27C), a dispenser assembly (7 or 16) and a conduit path from the pump to 
dispenser (shown in Figure 5). Koike's device also includes a bank of dispensers (#16 - col. 4, 
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1. 44-45) and a changeable fluid processing network. Koike teaches automated control of syringe 
pumps in column 7, lines 38-43. Koike does not specifically recite a conduit path that remains 
open between non-contact deposition steps. It would have been obvious to one of ordinary skill 
in the art, however, to clear the path between successive depositions. One of ordinary skill in the 
art would recognize that completely clearing the connecting tube between dispensing steps would 
also prevent contamination of the dispensing elements when switching reagents. Koike also does 
not recite the limitations of depositing less than 5 microliters, or the tip dimensions recited in the 
dependent claims. 

Zaffaroni teaches a system for synthesizing large numbers of compounds on a rotating 
substrate. The compounds are delivered to the cells of the array by a micropipette tip attached to 
a dispenser (Abstract). Zaffaroni discusses the dispensing in columns 1 3 and 26. In column 13, 
lines 25-50, Zaffaroni discloses a dispenser that for depositing a drop of approximately 5 
nanoliters, the dispenser will be located above the substrate (i.e. non-contact dispensing). In 
column 26, lines 3-22, Zaffaroni again recites use of a dispenser tip with millimeter dimensions 
which drops about 5 nanoliters onto a substrate. It would have been obvious to combine the 
teachings of Zaffaroni with the system of Koike. Zaffaroni provides a tip which dispenses in the 
nanoliter range. This would be advantageous in high through put systems - many small samples 
could be placed on one substrate. As to the dimension of the circumferential wall of the orifice, 
the Examiner contends it would be obvious to one of ordinary skill in the art to make the walls of 



Application/Control Number: 09/777,343 Page 6 

Art Unit: 1743 

a dispensing tip as thin as possible in order to take up as little room as possible in the dispensing 
manifold. 



9. Claims 33 and 34 are rejected under 35 U.S.C. 103(a) as being unpatentable over Koike 
in view of Brown et al. (5,853,894). Koike, as described above in paragraph 4 above, teaches 
every element of claims 33 and 34 except for a PTFE coating. Brown teaches a hydrophobic 
coating polymer (PTFE - col. 5, 1. 46) which is used to coat laboratory elements, thus conferring 
a low surface energy to the surface. In column 5, Brown recites the many elements which may be 
coated according to their invention and includes ".. vials, flasks, test tubes, pipette tips, 
microcentrifuge tubes. . .". It would have been obvious to one of ordinary skill in the art to 
combine the coating of Brown with the system of Koike. The lower surface energy provided by 
the coating would help prevent fluids sticking to the tip of the dispensing element. 

10. Claims 4-6 and 36-39 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Koike (5,660,792) and Zaffaroni (6,121,048) and further in view of Brown et al. (5,853,894). 
Koike and Zaffaroni et al., as combined in paragraph 8 above, teach every element of claims 4-6, 
and 36-39 except for the hydrophobic coating for the tip. Brown teaches a hydrophobic coating 
polymer (PTFE - col. 5, 1. 46) which is used to coat laboratory elements, thus conferring a low 
surface energy to the surface. In column 5, Brown recites the many elements which may be 
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coated according to their invention and includes "..vials, flasks, test tubes, pipette tips, 
microcentrifuge tubes. . .". It would have been obvious to one of ordinary skill in the art to 
combine the coating of Brown with the system of Koike. The lower surface energy provided by 
the coating would help prevent fluids sticking to the tip of the dispensing element. 



11. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Koike (5,660,792) 
in view of Zaffaroni (6,121,048) and further in view of Bass (6,102,885). Koike and Zaffaroni et 
al., as combined in paragraph 8 above, teach every element of claim 7 except for a sapphire tip 
on the dispenser. Bass shows a probing device for providing suction or vacuum for the 
evacuation of fat. The probe tip includes a sapphire tip that provides heat energy to the tip of the 
probe (col. 13, lines 40-52). It would have been obvious to one of ordinary skill in the art to add 
the sapphire tip teaching to the combined teachings of Koike and Zaffaroni. The sapphire tip 
would allow for heating a fluid which is being dispensed from the tip. 

12. Claims 16-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Koike 
(5,660,792) in view of Zaffaroni (6,121,048) and further in view of Adourian et al. 
(6,207,03 1). Koike and Zaffaroni et al., as combined in paragraph 8 above, teach every element 
of claims 16-18 except for 7 except for a arranging the dispensing array to correspond to a 
microplate of biochip. Adourian et al. recites a workstation for loading a biomolecular analyte 
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onto a biochip. The system shows samples in a tray (#22) to be loaded to chip module (#32). It 
would have been obvious to one of ordinary skill in the art to align the dispensing elements of a 
dispensing array to an array of a biochip or microplate. As shown in Adourian, samples are 
often transported to and from microplate in automated biological analyzers. It also would have 
been obvious to one of ordinary skill in the art to use a 96-well microplate as it is a well known 
microplate format. 

Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Karger et al. (5,872,010) teaches a system for handling fluids to and from a 
microscale device. Klopotek (6,1 13,559) discloses another probe system with a sapphire tip for 
heating. 

14. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Dwayne K. Handy whose telephone number is (703)-305-021 1 . The 
examiner can normally be reached on Monday-Friday from 8:00 to 4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden, can be reached on (703)-308-4037. The fax phone number for the 
organization where this application or proceeding is assigned is (703)-772-9310. 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703)-308-0661 . 



Supervisory Patent Examiner 
Technology Center 1 700 



dkh 



March 24, 2002 



